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Art Unit: 3761 

DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action 

A person shall be entitled to a patent unless -- 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

2. Claims 1,4,5, 27 and 30 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Rowe; John P. et al. (US 5826600). 

3. Regarding claim 1 , Rowe discloses a wiper (col. 2, lines 27-29, Figs. 1-3, 
applicator assembly 10), comprising:: 

a rod having a first end and a second end (col. 2, lines 44-49, Figs. 1 , 2, 
applicator 20); 

a wiping body provided at the first end of the rod (col. 2, lines 44-49, Figs. 1 , 2, 
applicator end-portion 24); and 

an outer packing characterized in that said outer packing is a firm tube-like 
container made of thermoplastic materials having a first end and a second end (col. 2, 
lines 30-39, Figs. 1-3, casing 12 formed as cylinder of thermoplastic material with 
closed ends); 

wherein both the first end and the second end of the tube-like container are 
closed permanently (Fig. 2, closed end of handle 14; col. 2, lines 60-64, Fig. 3, closed 
end surface 26); 
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wherein the tube-like container is configured such that it can contain a substance 
selected from the group consisting of a working fluid, a working powder, and a working 
ointment (col. 2, lines 60-64, casing section 16 filled with mascara, interpreted as 
working fluid or ointment); 

wherein the second end of the rod is fixedly coupled with a first portion of the 
tube-like container (col. 2, Fig. 2, handle 14 snugly secured to handle 22); 

wherein the tube-like container has a circumferential easy break-off mark on an 
exterior surface of the tube-like container positioned, in the longitudinal direction, 
substantially in the middle of the tube-like container (col. 2, lines 39-44, Figs. 1 , 2, 
frangible section 18 interpreted as located substantially in middle of casing 12); 

wherein the easy break-off mark is scored on an outer surface of the tube-like 
container around the circumference of the tube-like container (col. 2, lines 39-44, Rowe 
incorporates Korteweg; Wayne US 4952204 by reference, which discloses at (cols. 3-4, 
lines 60-4 a narrow annular component 24 depicted as external scoring; see annotated 
Fig. 3 of Korteweg); 



fracturing frangible section 18 to 



second portion along the easy break-off 



separable into the first portion and a 



mark (col. 2, lines 39-44, Figs. 1, 2 



wherein the tube-like container is 




30 



separate handle 14 and receiving 



Annotated Fig. 3 of Korteweg (US 4952204) 



section 16); 
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wherein the second end of the rod extends longitudinally from the first portion of 
the tube-like container to beyond the position of the easy break-off mark (Fig. 1 , 
frangible section 18 depicted as between ends of applicator 20); 

wherein the tube-like container is configured such that, when broken off along the 
easy break-off mark, the first portion of the tube-like container is separable from the 
second portion of the tube-like container to expose the wiping body for wiping (col. 2, 
lines 39-44, Figs. 1, 2, fracturing frangible section 18); and 

wherein when the tube-like container is broken off along the easy break-off mark, 
a flexible deformation of the rod occurs under force without interfering with the breaking- 
off of the tube-like container and the rod is configured to recover from the flexible 
deformation after said force that makes it deform is removed (Fig. 4, depicting handle 
section 14 bending when breaking casing 12); 

4. Regarding claims 4, 5, 27 and 30 , Rowe discloses a wiper wherein: 

said wiping body is impregnated with working fluid (col. 2, lines 60-64, casing 
section 16 containing end-portion 24 filled with mascara); 

said wiping body provided at the first end of the rod is divided into two parts 
along the axial direction of the rod (col. 2, lines 44-49, Figs. 1, 2, series of flexible 
bristles 24'; regarding the limitation of a rod recovering from flexible deformation, 
Examiner interprets the description and illustration at col. 2, lines 44-49, Fig. 4, bending 
casing 12, as demonstrating that applicator 20 is at least flexible enough to recover 
when deformed); 
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the first and second ends of the tube-like container closed permanently through 
fusion (Korteweg col. 4, lines 34-40 fusion-molded container); 

the tube-like container has walls of uniform thickness (Korteweg col. 2, lines 52- 
55, claim 6, uniform wall thickness of about 0.3 or 0.5 cm); 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rowe; 
John P. et al. (US 5826600) in view of Nakatani, Hiroshi (US 20030233063). 

8. Regarding claim 28, Rowe discloses the invention substantially as claimed, but is 
silent whether applicator 20 and casing 1 2 are fixedly coupled through fusion as 
claimed. Instead, Rowe discloses only that handle 14 snugly surrounds casing 12 (col. 
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2, lines 54-60). Nakatani discloses a medical applicator (If [0003], [0010], [0029], Fig. 1, 
applicator 11), comprising: 

a rod having a first end and a second end (U [0029], Fig. 1, shank 12); 

a wiping body provided at the first end of the rod (U [0029], Fig. 1 , application 
impregnated part 13); and 

an outer packing container (^ [0029], Fig. 1, gas impervious film 15); 

wherein the second end of the rod is fixedly coupled with the first portion of the 
tube-like container fl[ [0049], Fig. 1 , shank 12 adhered to internal surface of shank 
cover region 17). 

Nakatani fixes a handle or gripping part of a container to an internal rod, to 
prevent the user from detaching them when applying a composition. One would be 
motivated to modify Rowe with the fixed coupling as taught by Nakatani to prevent a rod 
from detaching from a surrounding outer packaging since Rowe calls for securing these 
parts (col. 2, lines 54-60). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to modify the invention of Rowe as 
discussed with the coupling as taught by Nakatani in order to join these parts together 
and keep a user's fingers clean. 

This rejection is made in light of In re Thorpe . 227 USPQ 964 (CAFC 1985) 
wherein product-by-process claims to a rod and tube-like container are rejected over 
applicator 20 and casing 12 of Rowe in view of the adhered shank 12 and shank cover 
region 17 of Nakatani which although may be prepared in a different manner, appears 
to be the same (prima facie) as the claimed product and performs the same function as 
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the claimed product does. That is, considering that Nakatani bonds, adheres or attaches 
shank 12 and shank cover region 17 together, the Examiner cannot distinguish between 
parts attached with adhesives versus fusion. Additionally, Rowe calls for a fusion 
bonding process as discussed for claim 27. 

9. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rowe; 
John P. et al. (US 5826600) in view of Gueret; Jean-Louis H. (US 6390708). 

10. Regarding claim 29, Rowe discloses the invention substantially as claimed, but 
lacks first and second portions of a tube-like container with the same cross section as 
claimed. Gueret discloses an applicator for applying a product (col. 1, lines 5-18, col. 6, 
lines 16-27, Fig. 1, system 1), comprising: 

a rod having a first end and a second end (col. 6, lines 28-32, Fig. 1 , stem 5); 

a wiping body provided at the first end of the rod (col. 6, lines 43-52, Fig. 1 , 
application element 4 with bristles 9); and 

an outer packing tube-like container having first and second portions (col. 6, lines 
1 6-27, Fig. 1 , reservoir 2 and cap 3); 

wherein the first portion and the second portion of the tube-like container have 
the same uniform circular latitudinal cross section (col. 6, lines 16-27, Fig. 1, reservoir 2 
and cap 3 having same cross section, joined at threads 22, 3b). 

Gueret provides a more secure handle (col. 6, lines 25-27) having a larger 
gripping surface. One would be motivated to modify Rowe with the uniform cross 
sections as taught by Gueret to enhance a user's grip since Rowe calls for applying a 
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force capable of breaking a frangible section (col. 2, lines 54-60) and manipulating a 
brush through a tightening orifice (col. 3, lines 23-35). Each step requires forcing 
components apart manually. Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify the invention of Rowe as 
discussed with the uniform cross sections as taught by Gueret in order to provide 
greater gripping force. 

Rowe uses a reduced diameter portion at annular ring 30 to remove excess 
mascara (col. 3, lines 23-35). However, Rowe also suggests an alternative embodiment 
(col. 3, lines 56-64, partially-arcuately extending portion). This description is consistent 
with the wiping mechanism of Gueret which also achieves the same effect of removing 
excess mascara. 



Response to Arguments 

1 1 . Applicant's arguments filed 23 July 2010 with respect to the rejection(s) of 
claim(s) 1, 4 and 5 under 35 USC § 102 over Rowe have been fully considered but are 
not persuasive. Therefore, the rejection is maintained. New claims 27-30 are reelected 
upon further consideration under 35 USC § 102 and 103 over Rowe, Nakatani and 
Gueret. 

12. Applicant contends that Rowe does not teach the tube-like container recited in 
claim 1, since the claimed tube-like container comprises one contiguous tube-like body 
defined by a first portion and a second portion separated by an easy break-off mark, 
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while outer casing 12 comprises sections 14, 16, 16', and 18. Examiner notes that the 
claims do not call for a contiguous or integral body, and that these sections are labeled 
or identified based on their function. Additionally, Rowe incorporates Korteweg by 
reference, which discloses a fusion-molded container (col. 4, lines 34-40). 

1 3. Applicant submits that the outer wine-bottle shape of casing 1 2 distinguishes it 
from the claimed tube-like container. Examiner notes that claim 1 does not require a 
uniform cross section and that this limitation appears only in claim 29. Examiner finds 
that claim 29 is obvious over Rowe in view of Gueret in the new grounds of rejection. 

14. Applicant contends that Rowe lacks a circumferential easy break-off mark scored 
on an outer surface of the tube-like container, since frangible section 18 of Rowe is 
instead a thinned section of the outer casing 12. Examiner notes that the specification 
does not specially define "scored," and therefore interprets the term broadly to include 
reduced-thickness sections extending from an external surface. Additionally, Korteweg 
depicts a frangible section as indented or sunken portion (see annotated Fig. 3 of 
Korteweg). Lastly, the specification offers another example of a break-off mark provided 
during injection molding (p. 22, lines 28-31). 

1 5. Applicant contends that frangible casing 1 8 of Rowe is an entire section of the 
outer casing 12, instead of the claimed thin score. Examiner cites Korteweg as teaching 
a thin score, as depicted in annotated Fig. 3. To clarify, Examiner interprets the concave 
or sunken portion near element 24 as analogous to the claimed break-off mark. 
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Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

♦ Tsaur; Garry et al. US 20060020238 

♦ Clements; Brenda US 4600328 

♦ Rainey; Rhett K. US 4206843 

17. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

18. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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1 9. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to: 

Adam Marcetich 
Tel 571-272-2590 
Fax 571-273-2590 

20. The Examiner can normally be reached on 8:00am to 4:00pm Monday through 
Friday. 

21 . If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tatyana Zalukaeva can be reached on 571-272-1 115. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

22. Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Adam Marcetich/ 
Examiner, Art Unit 3761 

/Leslie R. Deak/ 

Primary Examiner, Art Unit 3761 

26 August 2010 



